U.S. Appln. No. 10/684,450 

REMARKS 

Introduction 

In response to the Office Action dated July 13, 2007, Applicants have amended claims 1, 
2, 4, 6, 7, 10, 23-25, 29, and 30. Support for amended claims 1, 2, 4, 6, 7, 10, 23-25, 29, and 30, 
is found in, for example, Fig. 4A and pg. 16, lines 6-27. Care has been taken to avoid the 
introduction of new matter. Claims 13-22 are withdrawn. In view of the foregoing amendments 
and the following remarks, Applicants respectfully submit that all pending claims are in 
condition for allowance. 

Claim Rejection Under 35 U.S.C. § 112 

Claims 1-10, 12, and 23-35 were rejected under 35 U.S.C. § 1 12, second paragraph, as 
purportedly being indefinite. Applicants traverse. 

Indefiniteness under the second paragraph of 35 U.S.C. § 1 12 is a question of law. 
Tillotson Ltd. v. Walbro Corp., 831 F.2d 1033, 4 USPQ2d 1450 (Fed. Cir. 1987); Orthokinetics 
Inc. v. Safety Travel Chairs Inc., 806 F.2d 1565, 1 USPQ2d 1081 (Fed. Cir. 1986). Accordingly, 
in rejecting a claim under the second paragraph of 35 U.S.C. § 1 12, the PTO is required to 
discharge its initial burden for providing a basis in fact and/or cogent reasoning to support the 
ultimate legal conclusion that one having ordinary skill in art, with the supporting specification in 
hand, would not be able to reasonably ascertain the scope or protection defined by the claim. In 
re Cortwright, 165 F.3d 1353, 49 USPQ 2d 1464 (Fed. Cir. 1999). Consistent judicial precedent 
holds that reasonable precision in light of the particular subject matter involved is all that is 
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required by the second paragraph of 35 U.S.C. § 1 12. Miles Laboratories, Inc. v. Shandon, Inc., 

27 USPQ 2d 1 123 (Fed. Cir. 1993); North American Vaccine, Inc. v. American Cyanamide Co., 

28 USPQ 2d 1333 (Fed. Cir. 1993); U.S. v. Telectronics, Inc., 8 USPQ 2d 1217 (Fed. Cir. 1988). 
Applicants stress that a patent specification must be viewed through the eyes of one having 
ordinary skill in the art. Miles Laboratories, Inc. v. Shandon, Inc., supra. 

In applying the above legal tenets to the exigencies of this case, Applicant submits that 
one having ordinary skill in the art would not have been befuddled by the claimed subject matter. 
Moreover, the Examiner's ultimate legal conclusion of indefiniteness ignores the basic legal 
tenet requiring claims to be interpreted through the eyes of one having ordinary skill in the art in 
light of and consistent with the written description of the specification. The Examiner failed to 
even attempt to offer up a reasoned analysis why one having ordinary skill in the art would have 
been confused by the claim language, particularly when reasonably interpreted in light of and 
consistent with the written description of the specification. Miles Laboratories, Inc. v. Shandon, 
Inc., supra. The rejection is not legally viable for at least this reason. Nonetheless, in order to 
advance prosecution on the merits, Applicants have amended some of the claims for clarity. 

The Office Action asserts that it is unclear what the difference is between the mounting 
means and the alignment means as they both function to laterally move the holding plate relative 
to the mounting plate. According to the claimed subject matter of claim 1, the device for 
aligning a stamper/imprinter includes a mounting means 8 for positionally aligning and mounting 
stamper/imprinter 4 on the first (upper) major surface 2 of the holding plate 1 and an alignment 
means 9 for positionally aligning and fixedly mounting holding plate 1 on mounting plate 5 
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includes a plurality of channels 18 (see, e.g., pg. 16, lines 26-27; pg. 17, lines 28-29; Fig. 4A). 

The Office Action states, "in claim 23, line 4, "mounting" should apparently be ~ 
mounting means-, since the claims are directed to the apparatus." 

Applicants respectfully is moot in view of that the rejection is moot in view of the 
amendment to independent claim 23, which recites, in part, "... a mounting unit mounting the 
stamper on the upper surface of the holding plate; a mounting plate, having opposed upper and 
lower surfaces, the mounting unit arranging and fixedly securing the upper surface of the 
mounting plate in contact with the lower surface of the holding plate." 

Accordingly, one having ordinary skill in the art would not have difficulty understanding 
the scope of the presently claimed invention, particularly when reasonably interpreted in light of 
the supporting specification. Therefore, it is respectfully submitted that the imposed rejection 
under 35 U.S.C. § 1 12, second paragraph is not legally viable and hence, Applicants solicit 
withdrawal thereof. 

Claim Rejection Under 35 U.S.C. § 102 

Claims 1 and 23 were rejected under 35 U.S.C. § 102 (e) as being anticipated by Harper 
(U.S. Patent No. 6,939,120). Amended claim 1 recites, in part, "... means for positioning and 
fixedly mounting a stamper/imprinter on said upper major surface of said holding plate." 
Amended claim 23 recites, in part, . .a mounting unit mounting the stamper on the upper 
surface of the holding plate." 

The Office Action asserts that Harper discloses an apparatus including a stamper 462, a 
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holding plate 430, a mounting plate 405, and alignment devices for lateral moving the 
stamper/holding plate laterally relative to the mounting plate. 

Turning to the applied patent, Harper in Fig. 4 shows a mounting plate 405 with upper 
and lower major surfaces, where the lower surface of the mounting plate faces the upper surface 
of the holding plate 430. Further, the stamper 462 of Harper is mounted below the holding plate 
430 on a lower surface thereof, not on the upper surface of the holding plate. 

According to the claimed subject matter per amended claims 1 and 23, the device for 
aligning a stamper includes a mounting means for positionally aligning and mounting stamper on 
the upper surface of the holding plate. Thereby as taught in the instant specification, the 
mounting device allows for direct optical alignment of the topographical pattern of the stamper, 
which process is not limited by the dimensional tolerances of the central opening of the stamper 
and a central hub of the mounting device, due to elimination of the need for the latter {see, e.g., 
pg. 19, lines 12-15). However, Harper does not disclose or suggest this, and apparently is 
unaware of the unexpected improvement in the precision alignment of the topographical pattern 
of the stamper. 

Thus, Harper, fails to disclose or suggest, at a minimum, . .means for positioning and 
fixedly mounting a stamper/imprinter on said upper major surface of said holding plate," as 
recited in amended claim 1 . Harper also fails to disclose or suggest, at a minimum, ". . .a 
mounting unit mounting the stamper on the upper surface of the holding plate," as recited in 
amended claim 23. 

As anticipation under 35 U.S.C. § 102 requires that each and every element of the claim 
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be disclosed, either expressly or inherently (noting that "inherency may not be established by 
probabilities or possibilities," Scaltech Inc. v. Retec/Tetra, 178 F.3d 1378 (Fed. Cir. 1999)), in a 
single prior art reference, Akzo N. V. v. U.S. Int'l Trade Commission, 808 F.2d 1471 (Fed. Cir. 
1986), based on the forgoing, it is submitted that Harper does not anticipate claims 1 and 23 nor 
any claim dependent thereon. 

Claim Rejection Under 35 U.S.C. § 103 

Claims 1-10, 12, and 24-35 were rejected under 35 U.S.C. § 103 (a) as being unpatentable 
over Harper, in view of U.S. Patent No. 5,612,062 to Takahashi. The Office Action 
acknowledges that Harper essentially lacks the aspects of the vacuum means and mechanical 
means to hold the stamper to the holding plate. The Office Action states, " some kind of means 
for mounting the stamper to the holding plate and some kind of means for mounting the holding 
plate to the mounting plate is inherent in Harper" {emphasis added). 

Thus, the Office Action is setting forth a motivational rationale not supported by the record, 
but rather based solely on the Examiner's belief of what one skilled in the art may have tried or 
recognized. 

However, to set forth a rejection including Official Notice, the rejection must include some 
form of evidence in the record to support an assertion of common knowledge. If Official Notice is 
taken of a fact, unsupported by documentary evidence, then the basis for such reasoning must be 
set forth explicitly. The Examiner must provide specific factual findings predicated on sound 
technical and scientific reasoning to support his or her conclusion of common knowledge. See, 
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MPEP 2144.03(B). 

It is well settled that "the Board [and the Examiner] cannot simply reach conclusions based 
on [their] own understanding or experience - or on [their] assessment of what would be basic 
knowledge or common sense. Rather the Board [and the Examiner] must point to some concrete 
evidence in the record in support of these findings." In re Zurko, 258 F. 3d 1379, 1386 (Fed. Cir. 
2001). See also, In re Lee, 277 F. 3d 1338, 1344-45 (Fed. Cir. 2002), in which the court required 
evidence for the determination of unpatentability by clarifying that the principles of "common 
knowledge" and "common sense" may only be applied to the analysis of evidence, rather than be a 
substitute for evidence. 

Contrary to these requirements, the outstanding Office Action provides no sound technical 
and scientific reasoning to support the above recited Official Notice. The relied upon motion must 
be evidenced in the record, and cannot be based merely on an opinion of the Examiner. 

Alternatively, the Office Action relies on Takahashi in an attempt to cure the deficiencies 
of Harper. 

The Office Action states that Takahashi clearly teaches vacuum means and mechanical 
ring means by which a stamper is directly attached to a disc cavity plate/holding plate, where the 
disc cavity plate is directly attached to a mounting plate. The Office Action states, "[o]ne of 
ordinary skill in the art would have found it obvious to have modified the structure of Harper as 
taught by Takahashi in order to facilitate the exchange of stampers as desired." 

Turning to the applied patent, Takahashi shows in Fig. 1 a mounting plate 54 with upper 
and lower major surfaces, where the lower surface of the mounting plate faces the upper surface 
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of the holding plate 38. Further, the stamper 40 of Takahashi is mounted below the holding plate 
38 on a lower surface thereof, not on the upper surface of the holding plate. Takahashi fails to 
disclose or suggest, at a minimum, "...means for positioning and fixedly mounting a 
stamper/imprinter on said upper major surface of said holding plate," as recited in amended 
claim 1 . Takahashi also fails to disclose or suggest, at a minimum, ". . .a mounting unit 
mounting the stamper on the upper surface of the holding plate," as recited in amended 
claim 23. Thus, Takahashi cannot be relied upon to cure the deficiencies of Harper. 

Therefore, for at least these reasons, it is respectfully submitted that claims 1-10, 12, and 
24-35 also patentably distinguish over the cited references. 

Conclusion 

It is believed that all pending claims are now in condition for allowance. Applicants 
therefore respectfully request an early and favorable reconsideration and allowance of this 
application. If there are any outstanding issues, which might be resolved by an interview or an 
Examiner's amendment, the Examiner is invited to call Applicants' representative at the 
telephone number shown below. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1 . 1 36 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
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including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 

Respectfully submitted, 
McDERMOTT WILL & EMERY LLP 

Brian K. Seidletft 
Registration No. 51,321 

600 1 3 th Street, N. W. Please recognize our Customer No. 49745 

Washington, DC 20005-3096 as our correspondence address. 

Phone: 202.756.8000 LAK:BKS 
Facsimile: 202.756.8087 
Date: October 11, 2007 
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